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Foreword

As a country, we have invested significantly in building our research capacity in strategic areas allied to industry
needs. We have invested in human capital, in top quality researchers and in third and fourth level education. We
have now got excellent plsjcal research infrastructure in place and structures to commercialise research. The
research system in Ireland has matured to a level where it is now appropriate to accelerate the return from our
investment in this area.

The new national IP Protocolpart of a suite of actions being taken which will improve economic return from State
investment in research, by encouraging the commercialisation of all forms of intellectual property arising from
research in the publicly funded research sector. Thedkggctive of this is to maximise the economic and societal
benefits from Government investment in Research Performing Organisations, in particular the creation of sustainable
jobs. This is a key part of our Action Plan for Jobs which commits us to eséagah and innovation to drive job

creation.

This new IP Protocol has whole of Government endorsement. It was prepared by the Department of Jobs, Enterprise
and Innovation working with other Government Departments and informed by a dedicated grouperfeikom

industry (large and small), the venture capital community, Research Performing Organisations, Technology Transfer
hFFAOSE O0WeehaQous GKS 9YGISNIINRA&S !''3SyOASas {dGFrdS NBasSt

The IP Implementation Group, chaired by Jim Mountjoy, has done an excellent job in devising a system that will make
it easier and faster for entrepreneurs and companies to negotiate a commercial arrangement with research
performing organisations for intellectual gperty arising from Statéunded research. We would like to extend a

sincere thak you to the Chairman and thlgroup for delivering on this mandate and for harnessing the expertise of a
wide range of sectoral interests to support the delivery of thisé&uol.

This Government is committed to driving change to make Ireland the best small country in the world in which to do
business. The new protocol for the management of IP associated with State funded research will help deliver on this
agenda by ensumng that all enterpriseg from small businesses to multinationalsan avail of the ideas emanating

from publicly funded research with greater ease and certainty.
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institutes of technology and other publicly funded research institutions; to access and commercialise the IP

generated fromsuch research and turn it into products and services for the global marketplace.
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small and medium enterprises to multinational corporatia@® benefit from this research and describes the

practical arrangements for this to happen.

The policies set out in the IP Protocol also aim to support the building of relationships with industry that will support
a sustainable flow of commercialisationtputs and build networks of lonterm knowledge sharing.

This will be an ongoing process. The establishment of a central Technology Transfer Office will provide an effective
interface between industry and the research community and will drive a weakks¢echnology transfer system in
Ireland, ensuring it is responsive to the needs of both industry and academia.

Richard Bruton, TD. Sean Sherlock, T.D.

Minister for Jobs, Enterprise & Innovation Minister for Research and Innovation



Whatthis document is about

This document is about helping industryrom startups and small and medium enterprises to multinational

corporationsgi 2 I 00Saa GKS NBaSINOK FyR RS@St2LIYSyid R2yS Ay L
other public reseach institutions (collectivelji SNY SR WwS &SI NOK t SNF 20Nlvsktsp@ h NBHI y A &l
i KS D2 @SNY Y ¢néarage InHustri tO heSedit from this research atelelopment and describes the

practical arrangements for this to happe

It deals primarily with collaborative research, where indystnd RPOs work together and,particular, where

industry and the State share the cost of the research. It also deals with industry access to the results of research
that is funded entirely by the State; and contract research where industry pays the full cost of the research
commissions. Throughout, @pplies equally to all forms of research and developmetitvéty, from pure and
appliedresearch through to incremental and neararket development.

It is in three Parts:

Accompanying\ppendicesset out more detailed provisions.

Part 1: Highlights of this document, especially therledits to industry of engaging A G K L NGBt | y
performing organisations.

W

Part2: LNBf I YRQA Yy I A2yl f atlaidf theQasult®of puliligeGor @afci.S NO A |

()  Part 3: Framework for industry engagement with public research, which outlines requirements, guidel
and procedures.

Who should use this document

Industry leaderd YR 20 KSNBR 6K2 glyd Iy 20SNWAS¢e 2F LNBflIyRQa Tl o
research should read the Highlights in Part 1. They may also find the policy statement in Part 2 helpful as a
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Managers in industry, the RPOs and the State research funding organisatsimsuld read Part 2 to see the
policy context and Part 3 for a high level description of the requirements and guidelines for research collaboration
andfor industry access to theesults of research.

Specialists in research commercialisation and technology transfBo need to go beyond the overview in Part
3 should also read the Appendices. These provide fuller details of the procedures and documgaatésrfor
industry engagemenwith the RPOs.

1. Any organisation that performs research and development funded at least in part by the State. This includes uniustiittes, of technology,
Teagasc, NIBRT, clinical research facilities or translational medicine facilities based at fawgbdtier publicly funded research institutions.

2. Organisations which distribute funding provided by the State, including but not limited to Enterprise Ireland, HeathrRBserd, Higher Education
Authority, Industrial Development Agency, IristsBa&rch Council for Science Engineering and Technology and Science Foundation Ireland.



What this document replaces

This document builds on earlier guidelines and codes of practice, using the lessons learned from their use. It now
replaces these earlier documents, in particular:

(L) National Code of Practice for Managing Intellectual Property from Publicly Funded Rékésirc@ouncil

for Science, Technology and Innovation, January 2004).

(A) National Code of Practice for Managing and Commercialising Intellectual Property fromMivblie

Collaborative ReseargAdvisory Council for Science, Technology and Innovation, November 2005).

(L) Funding Agency Requirements & Guidelirmrdvianaging ReseareGeneratedntellectual Property
(February 2006).

What is mandatory and what is not

Througlout this document,
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technology transfer offie may, after due consultatioimtroduce variations to these mandatory
requirements which shall then apply @l future industryc RPO relationships. Thopénciples which
are mandatoryare highlighted throughout this document.
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different approach where this is in theest interests osuccessful relationships and research

commercialisation.
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Who prepared this document

This document was prepared by The Goveent through the Department of Jobs, Enterprise and Innovation,

working with other Government Departments and informed by a dedicated group of experts from industry, the
@SYGdzNBE OF LIAGEE O2YYdzyAide&sz wtha Iy RishiUkivekites AsSOadtiohiarid2 3 & G
the State research funding organisations.

How this document is maintained
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Government expects that, in the short term, there will be many further appaties for improvement. Part of the



role of the cTTO, once established, will be to monitor how these new arrangements are working and to develop this
document further.

In the longer term, the cTTO will review and revise this document as required, saltation with industry, the public
research sector and the State research funding organisations, to ensure that:

(L) It continues to meet the commercial needs of industry, including stpg, SMEs and large companies;

(.A) It is as simple and as easily accesdiylall users as possible, including through t®vision of standard

forms and templates;

(L) Itis interpreted and adopted in a consistent way by all stakeholders;

(L) It is delivering the consistent, predictable and farsicked approach Ireland is strivitgwards, in order to

make engagement with public research attractive to industry;

(A) It will continue to give Ireland a competitive advantage on the global stage by promoting, attracting,

supporting and sustaining Collaborative Research Programmes;

W itis algned with the changing objectives of the State in respect of its research funding and of any revisions to

existing schemes for State funding of research.

In particular, the cTTO will be tasked with further revising the standard forms and templates canitaithés
document through consultation with all stakeholders, in particular with the TTOs to ensure consistency and with the
Department of Jobs, Enterprise and Innovation where issues require policy or-afiGlevernment consideration.

The Government webmes comments on this document and suggestions for its improvement, at any time and from
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industry engagement with public research, pleasatact the cTTO.
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Part 1:
Highlights




Ireland strongly believes that close working relationships between industry and the public research system are good
for industry and good for Ireland. It therefore aims to provide a wdelbding environment in which industyboth
localand from abroad; enthusiastically uses Irish public research for discovery and innovation.
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They provide valuable benefits to industry:

Commercial agreements atplick and easy to set up

bSA20AFGAY3 I O2YYSNOAIE FNNFYy3aSYSyd sAGK 2yS 2N Y2NB
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Programme or a licence on research resqlis fast, predictable, transparent and consistent. This is thanks to the

use of the same standard terms by all RPOs. This helps industry parties to know what arrangements to expect up

front, right from the start. However, these policies and structures are not rigid: every case is different, and every

industry party has different needs, so there is flexibility to adapt these terms.

The central Technology Transfer Office can act as the trsigb call

LNBflIyRQa OSYiNrt ¢SOKy2t238 ¢NIyaFSNI hFFAOS o0GKS woOc¢
ALISOATAO SELISNIAES gAGK GKS Y2ad FLILIINBLNRFGS wtho LG 6
availabe for commercialisation. Once established, the opportunity will exist for the cTTO to expand its business
AYRdAzZGNB 2dziNBIF OK NRtSd ¢KS O¢e¢h gAftft g2N)] Oftz2asSte gAil
sharing good practice and ensugi consistency between different elements of the technology transfer system and a
consistent adoption and interpretation of this policy by all stakeholders.

However, the cTTO will not get in the way. If a company is already interested in a specificd@P@nd should go
directly to that RPO. While the cTTO could, if necessary, support negotiations in a specific case, normally industry will
deal directly with the RPO.

w»

TTOs retain the freedom and flexibilitydoR 2 | R
interests of both parties

- f € gshnthié bek y R dza G NB

In most RPOs, a TTO with experienced staff who come from industry backgrounds represents the RPO in negotiations.
The cTTO will help RPOs to follow the policies and procedures in this document; but the RPOs remain regponsible f
negotiating individual agreements, including appointing one RPO to lead on their behalf when setting up long term,
multi-RPO collaborative programmes and when bundling IP from multiple RPOs.

Commercial terms are generous

Companies who contribute to theosts of collaborative research will have priority over otbeganisationgor access
to the IP arising from the research.



Companies who contribute to the costs of collaborative research can, as a minimum, negotiate royalty free access to
the results ofthe research, on a neaxclusive basis, subject to some conditions. Of course, exclusive access is also
available if the company prefers it, on reasonable commercial terms.

More open innovation in muHlparty collaborations is encouraged

Some Statdunded Collaborative Research Programmes are structured in a way which encourages the free flow of
new knowledge and information between the partners, whilst ensuring that each collaborating party retains
protection of any background IP it contributes to theripership. The amount which each party contributes to the
collaboration is recognised and rewards are fairly allocated.

Intellectual property is managed in a professional way

Companies who licence IP from Irish RPOs can be confident that processesigrputén place to manage that IP

in a professional way. Ireland is in the process of introducing and supporting processes throughout the public

research sector to ensure that IP is managed in a professional way, building on the current good practice in IP
YEYyFE3SYSyid GKFEG SEA&adGAa Ay Ylyé 2F LNBflIYyRQ& wthaod /KS
phased basis to ensure that these are working effectively.

¢




Part 2:

Ireland’s national policy on the
commercialisation of intellectual property
arising from public sector research




1.

Introduction

Ireland aims to provide an exemplary innovation ecosystem that creates economic and societal benefits,
especially the creation of sustainable jobs. An essential conditiothis is a usefriendly system that

enables industry and the public research sector to work well together and which encourages the
O2YYSNOAFtAA&lLIGAZ2Y 2F Fff F2N¥a 2F AydaStftSOGdzZ f LINRBL

The national plicy set out here aims to ensure that all enterprises, from stigag and small and medium

Sy i SNLINR & Sa -catibhah @radfationd) én edsilf adckss this IP. Enterprises should be able to
negotiate access arrangements quickly, on terms thavjge fair value to all parties, and in ways that are
LINBRAOGIOES yR O2yaAraidSyd FTNRY 2yS yS3az2idalidArzy (2
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procedures for the identification, management and commercialisation of IP and to work together more

effectively in collaboration with industry, building on their existing expertise.

This policy will evolve to take into account the experiegaged from commercialisation activities.

A separatd-ramework for Industry Engagement with Public ReseandPart 3 below, provides detailed
requirements, guidelines and procedures for commercialisation of IP in line with this policy.

Objectives

The Government, through the State research funding organisations, funds research in many different
GKSYIFGAO INBlL& YR FTAStRa 2F dzaS I ONRP&aa LNBflyRQa w
that can be commercialised.

In encouraging indisNE | yR wt ha G2 62N] G(23SGKSNE G(KS {{ilFGdSQa

(L) For Ireland to be the country of choice and to provide optimal attractiveness for industry to engage

with the academic research community in Collaborative Research Programmes;

(L) For such Collaborative Research Programmes to assist enterprises in researching, developing, validating

and testing new technologies/products/platfostthat will lead to commerciabble assets;

) ¢c2 RSSLISY AYyRAAGNEQA ws5 o6Fas Ay LNBEFYyRT

We2 s y 3 | ISSMEsNBnihdvafich @ ensure their lelegm sustainability;
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community;
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Research Programmes which industry will engage in; and

Q) Ultimately to deliver a return to the Irish economy aligned to current national priorities.

7 It is Govenment policy that:

Wwhere commercially exploitable IP arises as a result of State funding for research and development,

the opportunity shall be taken to commercialise the IP in all possible fields, applications and territories;

(WThelddzN12 88 2F GKA& O2YYSNDAIEtAAFGA2YS FNBY LNBELI

and societal benefits and returns to Ireland from its public investment in research;

(L)The primary objective of commercialisation is the creatiosustainable jobs in Ireland: this is the

most important form of economic and societal benefit;

(L)Where the potential for job creation in Ireland is limited or rexistent, the aim is

commercialisation elsewhere that will lead to wealth flows tddnal.

8 Commercialisation should also, as far as possible without compromising these national objectives, benefit the
RPO(s) and provide incentives to the researchers involved in creating the IP. These benefits include not only
opportunities for RPOs to shafinancial rewards but also greater industry involvement in RPO research,
leading to increased funding for RPOs and the stimulus of greater industry interaction for researchers. This is
fair and helps to stimulate and sustain a healthy public researah 8eblJ G K & Aa Y2dA@F SR O
YAaaA2yQ 2F adzlILI2 NI F2NJ AYRdZAGNEXI Ay FRRAGAZY G2 (S

9 RPOs and TTOs should pursue commercialisation, keeping in mind the objective to create economic and
societal benefit for Ireland through theeation of sustainable jobs. They should recognise that this can be
achieved in a number of ways, including:

(A)Creating licensing opportunities for all types of enterprises, thereby creating employment and a

more competitive and sustainable econonmylieland;

(A) Creating spin out companies, with the potential for job creation in Ireland;



10

11

12

13

14

(L)Attracting and maintaining foreign direct investment in Ireland, with its potential for economic
growth and job creation.
When in a specific situation thesieree mechanisms appear to conflict, RPOs and TTOs should adopt a

commercialisation approach which, in their best judgement, will maximise the overall economic and societal
benefits to Ireland.

Arrangements within Research Performing Organisations

Where research is funded by the State, it should benefit the State. It therefore follows that all RPOs shall:

(L)Apply this policy and thErameworkin Part 3 in every case, to ensure consistency and predictability

of approach;

(L)Within the requiements of this policy and of theramework be flexible in negotiating individual

commercialisation agreements, in order to obtain the best result for all parties;

(L)-Iave procedures in place to ensure their staff, contractors, consultantstadénts understand the

principles of this policy, the options available for commercialising IP arising from their research and the
benefits of commercialisation;

(L)—|ave arrangements in place, approved by their governing authority, to enable theredbthese

requirements.

To assist RPOs and their researchers in commercialising the IP arising from their research, Enterprise Ireland
supports TTOs in most RPOs. In some instances, a TTO may support several RPOs. TTOs have the sole
authority, within anylimits set by the RPOs they represent and subject to policy oversight, to negotiate and
conclude commercialisation agreements on behalf of their parent RPO.

2 KSy Saiilot AaKSRI GKS OSYi(iNIrftf ¢SOKy2f238 cétddl yaFSNI h
TTOs, particularly in complex or meptrty situations involving several RPOs. The cTTO will also be

responsible for supporting TTO compliance with the policy and procedures set out in this document and a
consistent interpretation and adoption of éhpolicy and procedures by all stakeholders.

The State research funding organisations have differing objectives for their research funding, reflecting their
differing missions. However, all these organisations share a common interest in commerciasismdP
from the research they fund, whenever this is possible. All endorse and will implement this policy.



4, Principles for commercialisation

15 The following section sets out principles for the various activities involved in the commercialisation of IP
aNAaAy3ad FNRY NBaSFNOK O2yRdzOGSR Ay LNBfFyRQa wthaod

16 These principles, and the more detailed arrangements that follow in Part 3 of this document, deliberately do
not try to be fully prescriptive. They do pride a standard framework for all industRPO negotiations, to
encourage consistency and predictability; they do set out what is mandatory and what is not, to encourage
speed and simplicity; but they also allow some flexibility so that the parties castiatgthe best possible
agreement in each case. This recognises that industry sectors differ widely and that IP exists in many forms,
from different scientific domains and from early concepts to Rerket technology.

17 These principles cover research whis fully funded by industry; research which is fully funded by the State;
and collaborative research which is funded partly by industry and partly by the State. The principles, and the
more detailed arrangements in Part 3, deal most extensively withloothtive research.

4.1 Principles applicable to albrms ofresearch

4.1.1 IP identification

18 RPOs shall have procedures in place to identify in a timely manner all IP arising from their research. They
shall, together with their TTOs, support their rasehers to help them recognise when their discoveries may
have commercial value.

19 RPOs should work together to identify IP created by different RPOs which, when brought together into a
single package, may have commercial value.

4.1.2 IP protection

20 RPOs shall make clear to their staff, contractors, consultants and students their responsibilities in relation
to the protection of IP including the maintenance of research laboratory records and the prevention of
premature public disclosure of IP. RP@allsas far as possible help their staff, contractors, consultants and
students to meet these responsibilities.

4.1.3 IP ownership

21 The ownership of IP arising from research performed by RPOs shall at all times be made clear and
unambiguous.

22 RPOs shall have place, and enforce, arrangements to ensure that initial ownership of IP arising from their
research is clearly and unambiguously defined. In particular, RPOs shall ensure that all employees; and non
employees such as contractors, consultants and sttajerssign to the RPO all rights to IP arising from their
research for or on behalf of the RPO.



4.1.4 IP commercialisation and sharing the benefits

23

24

25

26

27

RPOs shall have procedures in place for the regular review of IP arising from their research and of the
as®ciated commercialisation activities and outcomes. RPOs shall be in a position to report to the appropriate
State organisations on these activities and outcomes.

RPOs and TTOs shall aim to maximise the benefits of commercialisation to Ireland as ativeoteana
focusing on the benefits to the RPO. They should build relationships with industry that will support a
sustainable flow of commercialisation outputs, rather than seeking to maximise the returns from individual
negotiations. All those involved sommercialisation of IP should seek to build networks of long term
knowledge sharing relationships, reflecting the ecosystem nature of innovation.

RPOs should share in the benefits of commercialisation of IP arising from their research. The commitment of
researchers to commercialisation and their role as entrepreneurs, taking research outcomes to the
marketplace, are important and should be incentivised.

RPOs should encourage their researchers to participate in commercialisation, joint R&D programmes and
consultancy, through financial and ndimancial incentives and rewards.

RPOs shall have arrangements in place, agreed by their governing authorities and published, for the sharing
of royalties and other income from the commercialisation of their IP. Thas@gements should provide

that income is shared between the RPO itself, the department(s) involved in the research and the individual
researchers or inventors.

4.1.5 IP Management

28

29

30

RPOs are not in a position to provide warranties on the condition of tReiAn organisation contemplating
the commercialisation of IP provided by an RPO should take whatever steps it considers necessary to satisfy
itself as to the condition of the IP.

However, industry is entitled to expect RPOs to have taken reasonabletstapsure that IP offered for
commercialisation has been managed in a professional way.

RPOs shall have policies and procedures in place that enable them, to the extent that is reasonable, to give
industryan acceptable and consistent level of confidenaeound the management of IP arising from their
research. These policies and procedures shall include arrangements for good planning, governance and
execution of research programmes with particular attention to the management of publications and IP.

4.1.6 ©nflicts of interest

31

RPOs shall have policies and procedures in place, agreed by their governing authorities and published, that
minimise and manage conflicts of interest concerning the commercialisation of IP and that provide guidance
on doing so to their staff, contractorspnsultants and students.



4.2  Additional principles applicable only toresearch funded 100% bgdustry

32 When research by an RPQnikolly funded by industry the industry party shall own any IP arising from
the research. The RPO may request acaeskis IP for teaching and research purposes. All IP shall be
protected by appropriate confidentiality and nondisclosure agreements.

4.3  Additional principles applicable only to research funded 100% by $iate
4.3.1 IP ownership

33 When research byraRPO isvholly funded by the Statethe RPO shall own any IP arising from the research.
The RPO shall then be free to negotiate arrangements for other organisations to access the IP in order to
maximise the benefits of commercialisation for Ireland.

4.3.21P access
34 Access by industry to IP owned by an RPO will normally be by the granting of exclusiveerclosive

licences by the RPO.

35 Licences shall be for defined purposes, fields and territories, and on fair commercial terms which provide
opportunitiesfor economic and societal benefits for Ireland.

36 While an RPO will not normally consider assigning ownership of its IP, it may in exceptional circumstances,
once IP has been created, agree to transfer or assign ownership of that IP, provided that trecBR€3 fair
value in return, is able to continue its research and teaching in the field, satisfies itself that the assignee is in a
position to commercialise the IP for the benefit of Ireland and satisfies itself that there are adequate
provisions in plag to enable commercialisation to continue in the event that the assignee is unable to
commercialise the IP.

37 When the State has wholly funded the research:

(where there are opportunities to commercialise the IP arising from that research, then DE&RP

and licensee(s) shall pursue commercialisation of that IP in a timely manner;

(L)The RPO shall be free to publish, provided it first follows agreed procedures in place within the RPO

to manage the publication of IP, to ensure IP is propgrbtected before anything relating to that IP is
published;

(L)The RPO shall be free to continue its research and teaching in the field. It shall be free to use IP

which it owns for those purposes.



4.4

Additional principles applicable onlto research funded partly byndustry
and partly by the State

4.4.1 IP ownership

38

39

40

When research by an RP(partly funded by the State and partly (in cash and/or in kind) by one or more
industry parties the preferred arrangement for ownership, astarting position for negotiation, is that the
RPO will initially own all IP arising from the research and then licence the IP to the industry parties on
preferential terms.

Notwithstanding the provisions in the preceding paragraph, an industry partytshadl the right to negotiate
an assignment of NoeBeverable Improvementso any Significant Backgroufwthich that industry party has
introduced to the Programnfe The question of whether any particular IP constitutes a{Sewerable
Improvement to any §nificant Background will be agreed by the parties.

While an RPO will not normally consider assigning ownership of its IP, it may in exceptional circumstances,
once IP has been created, agree to transfer or assign ownership of that IP, provided thaOtihede®es fair

value in return, is able to continue its research and teaching in the field, satisfies itself that the assignee is in a
position to commercialise the IP for the benefit of Ireland and satisfies itself that there are adequate
provisions in face to enable commercialisation to continue in the event that the assignee is unable to
commercialise the IP.

4.4 2|P access

41

42

43

44

Industry parties who contribute to the cost of a research programme that is partially funded by the State shall
be entitled to ngotiate arrangements to access IP arising from that programme and owned by the RPO,
ahead of other organisations who may wish to access the IP, within a period of six months starting on the
date on which the RPO declares the creation of the IP. Aftetithés the RPO shall be free to negotiate
arrangements for other organisations to access the IP in order to maximise the benefits of commercialisation.

Access by industry to IP owned by an RPO will normally be by the granting of exclusiveerclosive
licences by the RPO.

Licences shall be for defined purposes, fields and territories, and on fair commercial terms which provide
opportunities for economic and societal benefits for Ireland.

As an incentive to encourage partnering between industry and Ri#Osdustry party who contributes
towards the cost of a research programme shall be entitled to receive, if it wishes-exalrsive royalty
free (NERF) licence to the IP arising from the research programme, providing that:

3. As defined in Appendix IV
4. As defined in Appendix IV
5. As defined in Appendix IV



Q) The researclprogramme provides for the grant of NERF licences; and

W The industry party has made at least the necessary minimum contribution to the research programme,

as defined at programme level; and

(D The licence is for defined purposeiglds and territories that are sufficient to protect the industry

LI NIeQad FNBSR2Y (G2 2LISNIGST |yR

Q) The license is subject to standard conditions.

NERF and exclusive licences on the same IP mayistoprovided that the defined purposes, fields and
territories in each licence do not overlap.

45 Negotiations of licences and of transfers of ownership shall fairly consider the contributions of all parties to
the research and to its commercialisation.

46 When the State has partially funded the research:

(D where there are opportunities to commercialise the IP arising from the research, then all parties

shall pursue commercialisation of that IP arising from the research in a timely manner;

(L)The RPO shall be free to publish the IP, provided itfitstws a standard process to notify other

collaborating parties of its intention to publish and to agree any restrictions on publication;

(L)\Nhere the RPO licenses or assigns the IP to an industry party, the RPO shall retain the right to use

that IPfor its research and teaching.



Part 3:
A Framework for industry
engagement with public research




How to use this Framework

Does a industrial YES | This is contract research.
organisation wanto + Refer to the following Sections, which apply in this situation:
commission research at A Core principles
an RPO and pay the full B Costs and contributions towards research programmes
costof theresearch? C Ownership and access to IP in contract research
H IP management
| Supportingnstitutions
NO *
Does & industrial YES | This will involve negotiating a licence or assignment with the owner of the
organisation wanto + Refer tothe following Sections, which apply in this situation:
access IP which already A Core principles
exists or is beingreated B Costs and contributions towards research programmes
as a result of wholly D Ownership and access to IP in wholly State funded research
Statefundedresearch? H IP management
| Supporting institutions
" 4
Does an industrial YES | This is collaborative research.
organisation want to Refer to the following Sections, which apply in this situation:
collaborate with an RPO + A Core principles
on a new or existing B Costs and contributions towards research programmes
research programme E Ownership and access to IP in collaborative research
andcontribute to the F  Principles for the governance of Collaborative Research
costs of that Programmes
programme? G Obligations in Collaborative Research Programmes
H IP managment
| Supporting institutions
Note that this Part 3 provides an overview of the arrangements for industry engagement with public research. It
not aim to discuss every detail and, in particular, is not a comprehensive treatment of all legal T$suéppendices
provide more of this detail.

Section A:
Core principles

47 Ireland aims to provide an exemplary innovation ecosystem that creates economic and societal benefits,
especially sustainable jobs. An essential condition for this is afusedly system that enables industry and
the public research sector to work well together and which encourages the commercialisation of all forms of
AyGaSttSOGdz £ LINRPLISNIE& oWLt QU FNRAaAy3d FNRBY NBASI NDOK

48 INB f | ngtidr@lzpolicy on theommercialisation of intellectual property arising from public sector research
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all enterprises, from startips
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and small and medium énS NLINAXA 4 S& OWH @aRAWNIE (@2 N NIAGA2ya oWab/ &
GKS Lt FNR&GAY3I FTNRY wSaSINOK t SNF2NXAYy3I hNEBIFyAal G
negotiate access arrangements quickly, on terms that provide fair value to thegarid in ways

that are predictable and consistent from one negotiation to the next.

Thisframeworkd SGa 2dzi FdzZNIKSNJ RSGIFIAfAa 2F K2g AYyRdzAGNE Ol
and can commercialise the IP created in that system. It is builivorcore principles:

(Lknsure consistencyn each case, thslameworkenables all RPOs and State research funding

organisations to operate in the same way, using streamlined processes and dealing with access

to IP in an up front, transparentwayi | 8 S a 2dzi YIF yRIG2NE LINAYOALX Sa
R2YS YR 2GKSNJ LINARYOALX S& F2N) gKI{i aakzdzZ RE 2NJ
offers industry a consistent and predictable approach and makes it easy for industry and RPOs to

work together,

(L)\/Iaintain flexibility: Whilst providing this consistency, tli@meworkrecognises that

different enterprises (e.g., MNCs, SMEs and-spincompanies) as well as different industry

sectors (e.g., ICT and life sciences) may have different regeirisnfor the manner in which

they can access IP, especially arising from Collaborative Research Programmes. It also recognises
that collaborative research agreements, particularly those involving multiple parties, can be
complex to set up and can vary gtigafrom one agreement to the next. Where this is the case,

the frameworkprovides flexibility so that the parties may negotiate a mutually acceptable

position within certain limits.

The frameworkfacilitates and supports the development of Ietagting, tusted relationships
between industry and the Irish academic research community and RPOs. It fosters the growth of a
healthy industrywt h Ayy 2@ A2y S02&aeadSY IyR WNBLISIG o6dzaAy:

Theframeworkincludes the following sections:

(Wcosts and contributions towards researchwhat types of contribution an industry party

O2dzZ R YIS 6KSy | 0O0SaaAiy3a LNBflIyRQa LlzmtAO NBAS

(Abwnership and access to IP in contract researdtis is usually where thiadustry party

has an immediate need, requires a solution quickly and provides 100% of the programme cost.
Section C sets out IP ownership rights and access arrangements for contract research;

(Abwnership and access to IP in wholly Stdtended reseach: This is where a State research

funding organisation has paid 100% of the costs of the research. Section D sets out how an
industry party can access the IP arising from this research;



Q)Ownership and access to IP in collaborative researdlhnisis where an industrparty

works with an RPO to meet a particular need, with State research funding organisations
meeting part of the cost. In some cases, several industry parties and RPOs may work
together on a multiparty collaboration to develop a shedt solution of joint interest. Section

E sets out a range of IP ownership and access arrangements, suitable for a wide range of
collaborations;

(Wsovernance of collaborative research programmé&ection F sets out principles for

ensuring good Governance bifateral and multiparty collaborations

(A)Obligations in collaborative research programmeS3ection G provides a summary

of what each collaborating party must do in a collaborative research agreement

(A) IP managementsection H sets out what each RPO ddllto give industry confidence
that its IP is managed in a professional way.

Q)Supportinginstitutions{S()G}\zy L &aSda 2dzi K2¢ GKS adalrid s
GKS FTNIYSE2N] X AyOfdzRAY3I LINPO@GAAAZ2YA F2NJ ¢ SOF
cemliNF f ¢SOKy2ft238 ¢NIYaFSNI hFFAOS 6wO¢cc¢chQu o
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Section B:
Costs and contributions towards
research

52 This section sets out the principles for the types of contribution an industry party can make towards a
programme of research, in order to gain accsthe programme and to the related IP. There are
essentially three types of research programme:

(A)Contract Researchtypically when the enterprise has an immediate need and requires a solution
quickly. In this case, the industry party provides 100% optiogramme cost;

(L)State funded researchAn RPO has already created the IP; the state has already met 100% of the
research programme costs. The industry party does not contribute towards research programme
costs and accessed IP through arrangements setrosiétion D;
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B.1
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(Wcollaborative researchThis may be:

b Bilateral collaborative researchinvolving one industry party and one RPO;

b Multi-party collaborative researchwhereseveral enterprises come together with
shared research interests for which it is in their collective general interests to develop a
solution. This may involve multiple industry parties and multiple RPOs.

In both bilateral and multparty collaborativeesearch, the State is willing to meet part of the cost of the
research programme while the industry party or parties also contribute. The rest of this Section B outlines the
various forms of contribution that industry may make to a Collaborative Res@aogramme and the
minimum levels of contribution which they should make.

The value of the benefits which an industry party can receive reflects the level of contribution it makes.
Benefits may include opportunities for neexclusive royalty free accessdpriority access to the IP arising
from the research. These benefits are described more fully in Section E, Ownership and access to IP in
collaborative research, below.

The cTTO and the State research funding organisations will progressively dawéhep guidance on this
topic.

Types of contribution to Collaborative Research Programmes

Industry may add significant value to research programmes through intellectual, cash, ankitod in
contributions. Contributions need demonstrably to benefietresearch programme to be considered

eligible. The values ascribed to any industry contributions should be documented for independent audit and
should be reasonable, necessary, allowable and allocatable under the programme. Industry contributions
cannotbe committed multiple times as casharing contributions (e.g. the same piece of equipment cannot
be included as a costhare on multiple Statéunded (or part funded) programmes simultaneously). The State
research funding organisations will, over timépat a common definition of each type of eligible cost and
clearly identify which contributions are recognisable upfront, on a prograrbyaprogramme basis.

The following represents a neexclusive list of contributions that may be recognised;

(L)Cash contributions towards the R&D programme budget and/éirid contributions;

(L)Personnel exchange or secondment; from industry to academia or vice versa;

(L)Access to unique facilities, instrumentation, téstds, software, databases, reageri®logics

or similar precursors;

(A) Provision of materials and/or consumables;



(L) Quantifiable industry knovhow, such as advanced project management capabilities;

(L) IP maintenance/protection contributions.

56 The contributions by industry to a specifiollaborative Research Programme, and the value given to them,
will be agreed with the respective State research funding organisation as part of the negotiations prior to the
establishment of the particular Programme. Allowable contributions should bedinkimately to the
research being supported in the Programme in question. Consideration may also be given to the ability or
willingness of the industry party to introduce further Background IP, such as-knowtradesecrets or
A&A YA N WIRiagr8ninie Qverityekpectell Kefime.

57 To further ensure consistency:

(A standard mechanism for calculating the total cost of a Collaborative Research Programme will be

developed over time and, when available, will be used on a consistent basgs adl Statesupported
programmes. The cTTO will monitor its use and encourage consistent application;

(L)Collaborative Research Programme participants shall document the total cost of contributions in

order to assess the level and nature of thedzd (i NB LJF Nlie Qa Ay @2t @SYSy s> G(KS
contribution to the success of the Programme and its value as a contribution to total Programme

cost. This information shall be captured as part of the Programme Plan (see Appendix I) before work

starts on he Programme.

B.2Minimum levels of contribution to Collaborative Research Programmes

58 To qualify for certain benefits of participation, the industry party shall contribute at least a minimum amount
towards the total costs of the Programme. This minimum financial orfim@mcial contribution varies and is
defined separately for each Program by the State research funding organisation funding that Programme.

59 Setting the minimum contributions will take into account factors such as:

The types of contribution (see the list of contribution types in-sebtion B.1 above);
The size of the compg involved in the research;

What other sources of funding are contributing;

€ € € €

The type of research (e.g. basic vs. applied) and industry sector involved.



60 Only those irkind contributions which are considered essential to carry out the work in question hioth w
h- S 6SSy G(K2NRdzaKfeé R20dzYSyiSR FyR 2dzaGAFASR &KI ff
contribution.

61 The same irkind contribution shall not be made multiple times (e.g. the total cost of a piece of equipment
cannot be included in fulls a contribution to each of several programmes). However, suchkindn
contribution may be apportioned to multiple programmes, for example in the same proportions as the time
allocated for the use of a piece of equipment by each programme.

62 Thefollowy 3 &Kl tt y2i O2dzyd a LI NG 2F Iy AyRdzAGNALFE LI

w Any postprogramme activities;

(A)Contributions to the indirect costs of research, such as secretarial or accounting services;

(W ¢KS AyRdzAGNE LI NI2Qa 3ISYSNIt 29SNKSHR O02aGaT

(L) Other indirect costs.

Section C:
Ownership and access toilP
contract research

63 This Section applies when an industrial organisation commissions an RPO to carry out research on its behalf
and pays the full cost of that research.

64 In this situation, theparties are free to negotiate and agree the commercial terms that are most appropriate
in the circumstances, subject to the provisions in this Section C and in the following Sections: Section A:
Core principles

Section B: Costs and contributions towards research
Section H: IP management
Section I Supporting institutions

In particular, Section H contains provisions for warranties, liabilities and publishing.
65 The industry party shall own any IP arising from the restea
66 The RPO retains the option to negotiate access to this IP to use it for teaching and research purposes.
67 LYy 2NRSNJ G2 AYyGNRRdzOS . FO{13aINRBdzyR Lt O0W.LtQU Ayid2 |

shall complete 8ackground IP Discéure Form A sample form can be made available from the cTTO, in line
with the National IP Management Requirementiescribed in Section H and Appendix Il.



68

69

Knowhow, research tools and other broad enabling technologies belonging to the RPO should beastyy cl
described in licence agreements, so that they are clearly identifiable andenagd from other IP owned by
the licensing RPO.

Such knowhow, tools and technologies owned by the RPO should normally not be assigned and should only
be licensed on aon-exclusive basis, as assignment or an exclusive license may preclude the RPO from
undertaking further teaching, research or commercialisation activities in the field in question. They should
only be licensed on an exclusive basis where:

(L)The licesee can reasonably demonstrate to the satisfaction of the RPO that an exclusive licence is

essential for the licensee properly to commercialise the IP created by the contract research programme;
and

(L)The RPO is satisfied that the exclusive natfrihe licence will not restrict its ability to continue its

teaching, research and commercialisation activities in the field in question.

Section D:
Ownership and access toilPwholly
State funded research

70

71

72
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This Section applies when an industry pargglks access to IP arising from past or current research by an RPO
which was or is wholly funded by the State. The following Sections of this framework also apply in this
situation:

Section ACore principles

Section BOosts and contributions towards research

Section HIP management

Section I'Supporting institutions

In particular, Section H contains provisions for warranties, liabilities and publishing.

When research by an RPQniksolly funded by the State, the RPO shall own any IP arising from the research.
The RPO shall then be free to negotiate arrangements for other organisations to access the IP in order to
maximise the benefits of commercialisation.

Irrespective of the arrargments made for other organisations to access the IP, the RPO shall always retain
the right to continue its research and teaching in the field of the IP and to use the IP for those research and
teaching purposes.

Access to IP owned by an RPO will norntadiypy the granting of licences by the RPO. While an RPO will not
normally consider assigning ownership of its IP, it may in exceptional circumstances, once IP has been
created, agree to transfer or assign ownership of the IP, provided that it:
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Q)Receives faivalue in return; and

(L)s able to continue its research and teaching in the fidlthe IP and to use the IP ftrose

research and teaching purposes; and

(L)Satisfies itself that the industry party will commercialise the IP for the beokfitland; and

(L)Satisfies itself that there are adequate provisions in place to enable commercialisation to continue
Ay GKS S@Syild GKIFIG GKS tA0SyasSS Aa dzylofS G2 02YY!
insolvency.

The RPO and the industry party may choose to provide industry access to the RPO IPdlih@enghnon
exclusiveor an exclusive licence

Licences shall be for defined purposes, fields and territories and on fair commercial terms.

Al licences should prage for their termination (for example, in the case of a sustained breach of the licence
terms by the licensee or the insolvency of the licensee), so as to enable the RPO owning the IP to seek further
commercial opportunities for that IP.

Knowhow, researb tools and other broad enabling technologies owned by the RPO should be very clearly
described in licence agreements, so that they are clearly identifiable anderrgd from other IP of the
licensing RPO.

Such knowhow, research tools and technologiegned by the RPO should normally not be assigned and
should only be licensed on a nexclusive basis, as assignment or an exclusive license may preclude the RPO
from undertaking further teaching, research or commercialisation activities in the fieldestign. They

should only be licensed on an exclusive basis where:

(A)The licensee can reasonably demonstrate to the satisfaction of the RPO that an exclusive licence is

essential for the licensee properly to commercialise the IP it wishes to lideameghe RPO; and

(L)The RPO is satisfied that the exclusive nature of the licence will not restrict its ability to continue its

teaching, research and commercialisation activities in the field in question.

(L)The knowhow, research tools and other broad enabling technologies are very clearly described in

such detail and manner as would allow the RPO to ensure compliance with the exclusive licence.



79

80

Notwithstanding the provisions of this Section D, special gions may apply in situations where the explicit
objective of the State funding was or is to generate research outputs that can be preserved for sharing and
informed use, beyond the originating research team and RPO, by the scientific community andcfoapd!
practice purposes.

Publicly funded research outputs within this description might include anonymised datasets from population
and patient based studies; genotypic and phenotypic information and samples linked to cohort and
population surveys.

Whenthe State research funding organisation expects such datasets and samples to have Unrestricted
Availability or be Independently Available, this will be stated in the contract under which it awards funding
for the research. In such cases, access shouldith®ut unreasonable restrictions to enable wide scientific
and public benefit. Licences granted to individual industry parties should not compromise this access.



Section E;
Ownership and access toilP
collaborative research
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This Section sets out ownership and access arrangements for the IP involved in collaborative research. It
applies when one or more industrial organisations and one or more RPOs are partners in a Collaborative
Research Programme that is funded partly by 8tate and partly (in cash and/or in kind, including
participation in the research itself) by the industrial organisation(s). The following Sections of this framework
also apply in this situation:

Section ACore principles

Section BCosts and contributions towards research

Section FPrinciples for the governance of Collaborative Research Programmes

Section GObligations in Collaborative Research Programmes

Section HIP management

Section I'Supporting institutions

It is important that Statdunded IP is widely available for commercialisation and use in all possible fields and
applications throughout the world. The provisions in this Secéincourage that wide availability while, at

the same time, giving the industry partner(s) the best possible opportunities to benefit from their
collaboration.

The parties setting up a Collaborative Research Programme, including industry, RPO(s) andes&iath
funding organisation, should negotiate a collaboration agreement that best meets their needs within the
provisions of this framework. The State research funding organisation should provide clear guidance on the
application of the normandatory povisions of the framework.

Sub-sections E.1 and E.2 apply to Collaborative Research Programmes involving one RPO and one industry
organisationg a bilateral collaboration. They set out provisions for IP ownership and access.

Subsection E.3 provides guililees for multiparty collaborations involving several partners. Selgtion E.4
covers the exploitation of IP and applies to both bilateral and mapatty collaborations.
Ownership of IP in bilateral collaborations

Clear and simple terms governing/oership of, access to and management of IP arising from a Collaborative
Research Programme are key to ensuring fast negotiations to set up the Programme and sound positions on
ownership of and access by the industry partner to IP arising from the Proggamm

Agreements on ownership and access to IP should deal with IP rights which arise automatically when the IP is
created (such as copyright) and with rights which are granted following application (such as patents).

Arrangements for ownership of IP should &greed before work starts.

The preferred arrangement for ownership, as a starting position for negotiation, ished&PO will initially
own all IP arising from the researcind then licence the IP to the industry partner on preferential terms.



20 Notwithstanding the provisions in the preceding paragraph, the industry party shall have the right to
negotiate an assignment of NeéBeverable Improvements to any Significant Background which that industry
party has introduced to the Programme. The question oéthiler any particular IP constitutes a Non
Severable Improvement to any Significant Background will be agreed by the parties.

91 However, other ownership arrangements are possible:

(L)Joint ownership of IPJoint ownership involves complex managemamangements and should

normally be avoided in favour of RPO ownership. Joint ownership may be appropriate in specific
industry sectors but otherwise should be considered only in exceptional cases. When IP is jointly
owned, the joint owners of the IP shalkach be able to use and grant rerclusive licenses on the
jointly owned IP without reference to the other, and should not be required to share revenues from
subsequent commercialisation activities with each other. Where jointiyped IP is assigned tbe
industry party, subject to the provisions of paragraph 92, the partners may agree to free the industry
party from any future obligations to the RPO party in respect of that IP;

(L)Assignment of ownership of IRVhile an RPO will not normally coasr assigning ownership of its

IP, it may in exceptional circumstances, once IP has been created, agree to transfer or assign ownership
of that IP, provided that the RPO:

b wSOSAGSa FIANI Gl tdzS Ay NBGAZNYT
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continue in the event that the assignee is unable to commercialise the IP.

92 Irrespective of the ownership arrangements, the partners shall always acknowledge inventorship
or joint inventorship in accordance with relevant patent laws.

E.2 Access to IP lolateral collaborations

93 The following paragraphs set out a flexible approach for accessing IP which recognises that
different companies (e.g., multinational corporations, SMEs, eddst-up companies) in different
sectors (e.g., ICT versus life scies)amay have different access requirements to secure-non
exclusive or exclusive licenses to IP arising from a Collaborative Research Programme in order to
best protect their interests.

94 Industry party access to IP arising in a bilateral collaboration aneédwy the RPO, and to
Background IP introduced into the collaboration and owned by the RPO, will normally be by the
granting of licences by the RPO. The collaborating industry party will have priority access, ahead of
other parties, provided it makes atdst the minimum contribution to the costs of the research
programme.



95 The process for accessing this IP and BIP is as follows:

(L)’he RPO and the collaborating industry party shall be free to negotiate arrangements for

the industry party to access tHe and BIP;

(Wrhe RPO shall also be free to negotiate with other organisations for them to access the IP

and BIP, in order to maximise the benefits of commercialisation;

Wan industry party which makes at least the minimum contribution tocbst of the

research programme shall be entitled to negotiate access to the IP and BIP ahead of other
organisations who may wish to access it.

96 Access to IP and/or BIP owned by an RPO may be through a range of options, including a non
exclusivaoyaltyF NB S 9 Idn@ wr@mfexclusive licence involving fair payment to the RPO.
NERF and exclusive licences on the same IP meyistp provided that the defined purposes,
fields and territories do not overlap. These options are outlined below.

E.2.1Access to RPO IP through a rexclusive, royalty free (NERF) licence

97 As an incentive to encourage partnering between industry and Irish RPOs, one option for the industry party in
a bilateral Collaborative Research Programme to access IP arigimghio Programme and owned by the
RPO is a NERF licence.

98 To qualify for a NERF licence, the industry party must have made or be making a contribution to the costs of
the Collaborative Research Programme and the State research funding organisation imvostdthve
declared at the start of the Programme that NERF licences would be available. As describeskictisnlB.2
above, the minimum contribution level is determined on a ehge&ase basis for each Programme by the
State research funding organisatioThe RPO and the industry party should agree the industry party
contribution as part of the negotiations to set up the Programme.

99 As one way to introduce a NERF licence, the parties may agree at the start of the Collaborative Research
Programme that, sbject to the qualification criteria above, the industry party may have a perpetual NERF
licence to use the IP arising from the Programme and owned by the RPO, for defined purposes, fields and
territories and subject to standard conditions. The scope of MiERF licence, to be negotiated by the
collaborating partners, may range from a right for the industry party to use the IP for its internal purposes
only, to a right for it to use and stizence it for commercial purposes. Such a licence will not praddess
to any other IP; the parties may make separate arrangements for access to other IP.

6. As defined in Appendix IV



100  As another way to introduce a NERF licence, also subject to the qualification criteria above, the industry party
shall be entitled to receive, if it wishes, a NHB&hce on IP arising from the Programme and owned by the
RPO, within six months following that IP being declared by the RPO, for use of the IP for defined purposes,
fields and territories sufficient to protect its freedom to operate and subject to stashdanditions. During
this six month period or until such a licence is granted or until the industry party declares its intention not to
apply for such a licence, whichever occurs first, the RPO shall not negotiate exclusiveeschusive
licences on thalP with other parties. After the end of the six month period, the industry party may still apply
for a NERF licence but the grant of such a licence shall be at the discretion of the RPO.

101  The RPO will seek to maximise other opportunities to commercitiiséP, for the benefit of Ireland.
Therefore, the same IP will at all times also be available for licensing by the owning RPO to other interested
parties, on terms which the RPO is free to negotiate with the other interested parties, except to the @xtent,
any, that the industry party has an option to take or has taken a NERF licence as described above or has an
option to take or has taken an exclusive licence in accordance witlsesttion E.2.2 below.

102  The industry party and the RPO involved in a NERRce should share the costs of obtaining any patents or
other forms of IP protection. The costs should be met by the RPO up to the grant of the NERF licence. When a
NERF licence is granted, subsequent patent costs should be shared equitably betweB®thadthe
licensee(s).

103  ontrol of the strategy for seeking patent protection should always rest with the RPO which owns the IP
O2yOSNYSR® ¢KS wth &dK2dzZ R NBYlIAYy (GKS WOt ASydG 2F NBC
RPO. The RPO shoulgree its patent strategy with any NERF licensees and with any other parties who have
rights or options to negotiate NERF licences.

104  Action against any alleged infringement of patents owned by an RPO should initially be taken by the RPO, if it
chooses to dso. If the RPO chooses not to act, it should promptly notify any NERF licensee(s) of that choice
and grant them the right to take action in its place.

E.2.2 Accesto RPAP through an exclusiver royalty-bearingnonexclusive
licence

105 In addition to theoption of a NERF licence, an industry party in a Collaborative Research
Programme may at any time choose to negotiate, within the requirements oPErsmework aroyalty-
bearing nonexclusive licencéo RPO IP, aan exclusive licence that IP arising from the programme
provided that a licence has not already been granted to another party for the same fields or territories.

106  Where the industry party is making at least a minimum contribution to the costs of the Programme, as
describedn subsection B.2 above, it shall be entitled to negotiate access to the RPO IP arising from the
programme ahead of other organisations who may wish to access the IP, for a period of six months following
G§KS wt hQa RSOf I NI (A 2 ying2h®s sixinkoth p@rads dr dnkl A een@e¥s giarkeS tothe ® 5 d
industry party or until the industry party declares its intention not to apply for a licence, whichever occurs
first, the RPO shall not negotiate exclusive or+eanlusive licences on the Wth other parties.

107  Where an industry party negotiates an exclusive or roya#giring norexclusive licence, the licence shall be
for defined purposes, fields and territories and on fair commercial terms.



108  All exclusive and royaHyearing norexclusive tiences should provide for their termination so as to enable
the RPO owning the IP to seek further commercial opportunities for that IP.

109  The costs of applying for a patent for IP owned by an RPO should be met by that RPO up to the grant of any
licence or asignment of ownership relating to that IP. When an exclusive licence or an assignment is granted,
the licensee(s) or assignee should meet all subsequent patent costs.

110  Control of the strategy for seeking patent protection should always rest with the R waihns the IP
O2yOSNYySR® ¢KS wth &K2dzZ R NBYlIAYy GKS WOtASYyid 2F NBC
RPO. The RPO should agree its patent strategy with any licensees or other parties who have rights or options
to negotiate licences daake assignments of ownership. Control should pass to the assignee when ownership
of the IP is assigned.

111 Action against any alleged infringement of patents owned by an RPO should initially be taken by the RPO, if it
chooses to do so. Where an exclusieetice has been granted for the field and territory in which the alleged
infringement is taking place and the licensee(s) is diligently commercialising the IP in that field and territory
and can providerima facieevidence of the infringement, if the RPBooses not to act, it should promptly
notify the licensee(s) of that choice and permit them to take action at their own cost provided that they
indemnify the RPO against any costs, claims or damages that the RPO may incur as a result of the action.

E.2.3 Access$o know-how, research tools anénablingtechnologies

112 Knowhow, research tools and other broad enabling technologies belonging to the licensing RPO should be
very clearly described in licence agreements, so that they are clearly identifiable addrrasgl from other
IP owned by the RPO.

113 Such knowhow, tools and technologies owned by the RPO should normally not be assigned and should only
be licensed on a neaxclusive basis, as assignment or an exclusive license may preclude the RPO from
undertakingfurther teaching, research or commercialisation activities in the field in question. They should
only be licensed on an exclusive basis where:

(L)The licensee can reasonably demonstrate to the satisfaction of the RPO that an exclusive licence is

essatial for the licensee properly to commercialise the IP created by the Collaborative Research
Programme; and

(A)The RPO is satisfied that the exclusive nature of the licence will not restrict its ability to continue its

teaching, research ancbmmercialisation activities in the field in question.

E.2.4 Acces$ Background

114  As Background may be required during a Collaborative Research Programme for the purposes of carrying out
that Programme, a party which introduces its Background into ther@rogne should grant to the other
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party a norexclusive royaltffree licence to use that Background for the sole purposes of and to the extent
necessary to carry out its work as part of the Programme.

As Background may be required in the future for the conmtiadisation of IP arising from a Collaborative
Research Programme, the parties should include in the agreement setting up the Programme the specific
arrangements for that Programme under which Background may be introduced and commercialised. The
following paragraphs set out the principles to follow in agreeing these Prograsspeeific arrangements.

Nothing in these arrangements shall affect the ownership of the Background.

The parties in a Collaborative Research Programme shall at all times managedtadtitn and use of
Background in the Programme in accordance withNagional IP Management | Requirementiescribed in
Section H and Appendix II. In particular, in order to introduce Background IP into a Collaborative Research
Programme, the party intrducing the Background IP shall completecckground IP Disclosure Foii

model text for this Form can be made available from the cTTO).

Licences on the Background of the RPO shall only be available for an agreed period of time and shall only be
for the purposes of, and to the extent required to, commercialise the IP arising from the Collaborative
Research Programme into which the Background is introduced.

Before any Background is introduced to a Collaborative Research Programme, the introducing phrty shal
state in writing any restrictions attaching to the use of that Background, including any restrictions on its use
by a party after the end of thBrogramme. Where an RPO confirms at the time it introduces Background that
the Background is available foraier commercialisation by a party after the end of the Programme, it will

not, until the expiry of any licence options, enter into any contracts which would further limit the scope of
these access rights which have been offered.

120 Where any Background is so confirmed as being available for use after the endrRybiramme,
then each partner shall have a right to negotiate a +exclusive licence to this Background. This licence:

(L)Nill only be for the purposes of, and to tleetent required to, commercialise the IP arising from the

Programme, and
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to be agreed between the parties in good faith.

The industry party withave a right to negotiate an exclusive licence if the RPO agrees this at the time of the
introduction of the Background.




E.2.5 Access rights retained by RPOs after licensing

Rightsto uselP arising from a CollaborativResearciProgramme in teachingand

research
121

Research Programmes with other RP@d imdustrial organisations.

122

other fields or applications.

123

Table 1 setgut these access rights in more detail.

Table 1: Access rights retained by RPOs after licensing or assignment

RPOs shall retain the right to use IP arising from Collaborative Research Programmes and which are not
subject to exclusive licences or assignment in further teaching and research, including in Collaborative

Where an RPO has granted an exclusive licence or has assigned IP to an industrial party, the RPO shall retain
the right to use that IP in all fields or applications for internal research and teaching purposes only. Where

the exclusive licence is for defined fields or applications, the RPO shall retain the right to commercialise the

IP and to use it for Collaborative Research Programmes with other RPOs and industrial organisations in all

IP assigned to
industry party

IP exclusively licensed to
industry party

IP not licensed or
licensed non
exclusively to
industry party

Use forteaching and research within

Yes, for all fields

Yes, for all fields or

Yes, for all fields or

industrial organisations, and in
programmessponsored by industrial
organisations

with industry
party)

prior agreement with
industry party)

Yes, in all other fields or
applications

the RPO or applications applications applications
Use in Collaborative Research No (unless by No, in the licensed field | Yes, for all fields or
t N2E3INJ YYS& g AaddK 2| prior agreement or application (unless by | applications

transfer of tangible research
materials) to third parties (industry or
other RPQOs) faresearch or
commercial purposes.

licensed field or
application

General right to use and No Yes, other than for the Yes, for all fields or

commercialise licensed field or applications
application

Right to suHicense IP (including No Yes, other than for the Yes, for all fields or

applications

Rightsto publish IParising from a Collaborative ReseardArogramme

124

environment that fosters intellectual creativity, is important.

125

further protection of any IP arising from the Programme.

The ability of RPOs to further their missions of teaching and research, and to maintain an open academic

In principle, RPOs may publish the IP arising from Collaborative Reseagcan®rees. However, premature
publication may disclose confidential, proprietary and/or commercially sensitive information and prevent the
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To avoid this, each party intending to publish shall subnatghoposed publication to the other party before
submitting it for publication. The other partner shall have 30 calendar days in which to object in writing to
publication and the right to withhold permission for up to 90 days from the date the proposelitptibn

was submitted to them or until any affected IP is properly protected, whichever occurs first. If no written
objection is received by the party intending to publish within the 30 days, the other party shall be deemed to
have given permission to plish.

RPOs shall have procedures in place to manage publication of IP, in line withtibeal IP Management
Requirementgescribed in Section H and Appendix 1.



E.3Guiding principles for mulparty collaborations
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Ireland is keen to foster farterm multi-party collaborative partnerships between RPOs and industry to
maximise the benefits to all parties and to encourage discovery and innovation. Such partnerships are an
essential component of furthering Irish competitiveness, innovation and@aic development.

Where relevant, collaborative partnerships should encourage and support open innovation, such as the open
dissemination of new information and IP amongst all the collaborating parties or the use of ideas from other
parties to stimulate ach party to become more innovative.

Successful muHparty collaborations are those that benefit every collaborating partner and take due regard
2T SIOK LI NIYySNDa O2y(iNRodziAzyas 202S00A0Sa FyR RSa
essentid Section F sets out principles for how industry, RPOs and the State research funding organisations

can shape the direction of a productive and long term relationship.

The partners in a muliparty Collaborative Research Programme may have differingsnaed expectations
regarding the benefits to them of their participation. Depending on their individual needs, the partners may
enjoy benefits such as:

Q)The entitlement to negotiate access to IP and BIP arising from the programme ahetheof

organisations who may wish to access it;
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Q)\lor‘rexclusive royalty free access to IP for use in research or in defined fields and territories;
(L) Non-exclusive royalty bearing access tddPuse in defined fields and territories;

Q)Coexclusive access to IP (exclusive to the collaborators buemrolusive amongst them) for

use in defined fields and territories;

(A) Exclusive access to IP for use in defined fields and territories.

Multi-party collaboration agreements must adequately and fairly address the interests and objectives of each
collaborating partner, including access rights to and commercial exploitation of IP andhkavoarising from

the research. The wide variety of reeand expectations means that each Collaborative Research

Programme requires an agreement on access to IP which clearly sets out the objectives of the partnership
and is carefully tailored to the needs of all the partners. When negotiating to set up &akaborative

Research Programme, the partners should make sure the proposed arrangements will benefit them all.

Multi-party collaboration agreements shall:
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(L)Comply with the mandatory principles regarding professional IP management set out in Section H,

including the requirements to meet thidational IP Management Requirements Appendix Il, for
example concerning the introduction of Background IP (BIP) rgd’rogramme and the management
of publications;

Q)Provide mechanisms for the identification and protection of IP developed during the Programme,

including solely and jointly developed IP;

(Lbeﬁne the arrangements for access by tigtners to IP developed duringé¢ Programme, either for

research purposes or fduture commercial exploitationAccess will usually be through nemclusive,
exclusive and/or cexclusive licenses (royalfsee and or royalty bearing). Choosing the form of licence
shall be based upon legitimate academic and business considerations, which should ideally be identified
before the programme starts;

(A)Define the arrangements for termination of a licence (foamyple, in the case of a sustained

breach of the licence terms by the licensee or the insolvency of the licensee) including for the
protection of any subicensees and to enable the RPO owning the IP to seek further commercial
opportunities for those IP.

The partners may agree that separate bilateral agreements may exist within the multiparty collaboration.
These agreements, between two of the partners to the Programme, define specific pieces of research
related to but distinct from the rest of the ProgranemThe agreements should include terms dealing with
ownership and access to IP based on those insadtions E.1 (IP ownership) and E.2 (IP access
arrangements) above and which give access to the IP arising from that specific piece of research only to the
two partners involved.

To enable consistency amongst mptarty collaborations and expedite the process for setting them up, the
terms of a multiparty agreement should, as far as possible and relevant, match the standard terms set out
in subsections E. and E.2 for bilateral collaborations. This will help the partners to negotiate agreements
quickly and easily, to ensure a timely start to the research and availability of the IP. Over time, the cTTO will
develop standard terms for mulparty collaboratbns to further improve consistency.

To further expedite the process, the cTTO can advise the partners on possible forms gfartylti

collaboration agreement to suit specific situations, particularly with regard to defining access rights for
each partnerThe cTTO will act as a repository of good practice, will share ideas, and will ultimately develop
a range of model agreements, based on examples of successful collaborations in Ireland.

E.4 Exploitation of IP

137

Establishing an explicit exploitation plangest of a bilateral or multparty collaboration agreement
encourages the partners to manage the IP related to the Programme and to exploit it in a purposeful way.
Before the Programme starts, partners should discuss (in confidence) the different expioitattes and



the associated issues of IP ownership, exploitation rights, risk and appropriate rewards. They should agree
arrangements for IP access by each partner that are appropriate to the specific collaboration and that will
allow full exploitationPartners should review and, if necessary, refine this exploitation plan before seeking
any form of IP protection. Appendix | provides a template Programme Plan, within which the exploitation plan
can be captured.

Section F:
Principles for the governanad Collaborative
Research Programmes

138 It is important to establish consistent governance arrangements that can overse®-dkay activities in
Collaborative Research Programmes, in particular rpaltty Collaborative Research Programmes involving
more than one industry party and/or more than one RPO. This Section sets out some arrangements to ensure
that good governance is practised in any Collaborative Research Programme.

139 A clearly defined mechanism shall be identified to establish who is accountalthe=foverall relationship on
both the RPO and industry sides of the relationships, and how these individuals will work together to resolve
any unforeseen issues in a satisfactory manner.

140 Inbilateral Collaborative Research Programmes involving one RPOremthdustry party, each partner
should appoint a single point of contact for the Programme to ensuretalalay adherence to the direction
and scope of the Programme, as set out in the funding contract, and simple communication between the
partners. Clealines of communication to the accountable individuals in both RPO and industry parties should
be established to ensure any unforeseen issues are dealt with.

141 In amulti-party Collaborative Research Programme:

(L}he collaborating RPOs should appainé of their number to be the Lead RPO with authority to

negotiate the terms associated with the Collaborative Research Programme on their behalf, so that the
industry parties only have to deal with one RPO;

(ﬁhe parties should agree a mechamifor resolving unsatisfactory issues.
142  The President of each RPO should develop appropriate delegations of authority, administrative guidelines and
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143  Especialy in a multiparty collaboration, the partners may agree to set up a publications review committee to
manage the process of giving permission to publish IP arising from the Collaborative Research Programme.



Section G:
Obligations in Collaborate
Research Programmes
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G.1
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This Section summarises the obligations of the various parties involved in Collaborative Research
Programmes.

R POs, industry parties and State research funding organisations shall meet their obligations in Collaborative
Research Rigrammes to ensure the effective and timely commercialisation of IP.

Obligations of the RPO(s) and the industry parties(s)

The RPO(s) and the industry party(ies) shall agree the following two documents describing their proposed
Collaborative ReseardProgramme and shall provide a copy of both documents to the State research funding
organisation which will fund the Programme for approval, before the date on which the first part of the
funding awarded by that funding organisation is drawn down:

Wrerm Sheetbased on the modé\lational Bilateral Collaboration Term Sheat Appendix I) which

defines the arrangements for ownership of and access to IP and any other core terms relating to the
Programme or any subsequent licence;

(L)Programme Planwhich includes all the technical aspects of the programme and the deliverables

required.

The RPO(s) and industry party(ies) should aim to convert all terms agreed between them into a fully executed
binding contract within 90 working days following thetel@an which the first part of the funding awarded by
the State research funding organisation is drawn down.

Irish law should govern all contracts relating to the Programme and its IP, including any licences.

The State research funding organisation shatimeke changes to the Programme Plan without the prior
consultation with the partners engaged in the Programme.

If the partners wish to make substantial changes to the Programme Plan, they shall request prior agreement
from the State research funding orgaation. Such approval shall be considered within thirty days of request
and not unreasonably withheld to ensure the direction of research and allocation of resources remains
relevant.

Thepartners should receive payments on a schedule agreed with the &aearch funding organisation.
Payments will be linked to achievement of the milestones in the Programme Plan and to compliance with the
contract under which the State research funding organisation is financially supporting the Programme.



152  The mrtners should be aware that the State research funding organisation may terminate the funding for a
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(L)A failure to meet Programme milestones;

(L)Any other material breach of the contract under which the funding organisation is providing

funding for the Programme, which cannot be remedied within forty working days of the funding
organisation notifying the RPO of the breach;

(L)Any material breah of any other contract signed by the partners in respect of the Programme.

G.2 Obligations of each RPO

153 Each RPO shall ensure that it has entered into appropriate written agreements with its employees and non
employees (such as contractors, consultantd atudents) that grant it ownership of inventions and other IP
arising from their work, while providing for appropriate recognition, incentives and reward for those involved.

154 Each RPO participating in a Collaborative Research Programme shall:

(L)’rovide the resources which the Programme Plan says it will introduce into the Programme;
Q)Carry out that part of the Programme allocated to it in the Programme Plan;

Q)Comply fully with its IP management system (Section H and Appkhfixespect of its

activities under the Programme;

(L)Be responsible for the actions of all its employees and-@mployees (such as consultants,

contractors and students) involved in the Programme on behalf of the RPO and for any failbesrby t
to comply with its IP management system or with any terms of the contract relating to the Programme.

155 The RPO, its researchers and students shall not be restricted from carrying out future research in the same
area as that of the Programme, provided tii G KS& O2yvyL}X & 4 tf GAYSa gAilK
management system.

156  If the industry parties, or any other organisation, take a licence on the IP of the
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as is reasonably necessary to enable the licensee properly to use and commercialise the IP, in accordance
with the terms agreed in the licence.



157  Where more than one RPO is collaborating on the Programme, all collaborating RPOs shointcaygpof
their number to negotiate on their behalf, as set out in Section F, so that the industry parties only have to
deal with one RPO.

158 RPOs shall have clear policies and procedures in place for managing potential or actual conflicts of interest
and $ould ensure that all their employees and nremployees (such as consultants, contractors and
students) are aware of and follow these policies and procedures.

159  As part of these policies and procedures, RPOs should:

() Define reportable financial or personatémests;

(A) Describe when and how employees and remployees are responsible to report such interests;

Q) Help all employees and neeamployees to identify, report and manage competing interests;

Q) Assure confidentiality of all individual reports related to potential conflicténbérests;

e

Describe options for resolving or managing potential or apparent conflicts;

e
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Q) Establish reasonable internal audit and records retention schedules for its management of conflicts;

(A) In any case affecting a partially or wholly State funded research programme, promptly report to the
State research funding organisation concerm&y unresolved conflict and agree with that funding
organisation appropriate steps to deal with the conflict.

160  The cTTO, in consultation with the State research funding organisations and with the RPOs, will develop and
maintain guidelines to assist RPOgrtanage conflicts of interest.

G.3 Obligations of the industry party(ies)

161  E ach industry party participating in a Collaborative Research Programme shall:

(A) Provide the contributions and other resources as set out in the Programme Plan;



(A) Carry out that part othe Programme allocated to it in the Programme Plan;

(A) Be responsible for the actions of all its employeessoiitractors and other non
Employeege.g., students) involved in the Programme on its behalf and for any failure by them to
comply with any termef the contract;

Q) Not use any funding from other sources in the Programme which may have any terms attached which

conflict with the terms (particularly 1P terms) agreed with the RPO(S).

Section H:
IP management
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Best practice IP management practices giwafidence to industry and to research funding agencies that
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place for industry to engage with RPOs.

The national policyin Part 2 requires RP@s have appropriate procedures in place for the proper
identification, protection and management of IP arising from their research to ensure optimal exploitation of
the research and to maximise their commercial value.

l.:.l

ax

Ireland is establishing a set Mational IP Management Requirements ¢ KSaS alLISOATe GKS
Of raa¢ LINPOSRdAz2NBa F2NJ Lt YIylFr3SySyid ¢KAOK |ff wtha
Appendix Il describes the National Requirements as at the date of this document. The cTTO will review and
updatethe National Requirements from time to time, in consultation with RPOs and industry to ensure that

all aspects of RPO IP management are carried out in as professional a manner as possible. The most up to
date version of the National Requirements will baiable on the cTTO website.

It is particularly important to ensure that the researchers within the RPO, as well as the RPO itself, comply
gAGK GKS wthQa Lt YIFyF3SYSyid aeadSyoe {dzOK O2YLX Al yC
environment withwhich industry will be confident to engage. RPOs should as far as possible help their staff,
students, contractors and consultants to meet these responsibilities.

167 Each RPO shall be able, by a date agreed with the cTTO, to demonstrate to the State research
funding organisations or to an independent auditor appointed by the cTTO that it has in place an internal IP
management system that meets or exceeds the National Requirements and that all research is carried out in
full compliance with this system. Any negiadl nonrcompliance will be deemed to be a breach of State funding
terms.

A n RPO which does not have an IP management system which meets the National Requirements, or which is
not able to demonstrate full compliance with its IP management system, slaguke with the cTTO a plan

for the progressive development of its system and of its compliance with that system. This should specify the
order in which the various National Requirements will be addressed and, for each Requirement, a timetable
for reachinga fully mature system in stages. In any event, the Requirements for researcher and lead principal
investigator undertakings, as defined in Sadztion H.2 below, should be met by all RPOs by the end of 2013.



H.1
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170

IP identification

Early identification ohew ideas and discoveries is important for IP protection and increases their value to
all partners. When discoveries arise, researchers shall promptly disclose them. There shall be a formal
procedure for early and confidential disclosure of new ideas sxalieries by researchers to all partners in a
contract research or Collaborative Research Programme.

R POs should work together to identify pieces of IP created by different RPOs which, when brought together
into a single package, may have commercial value

H.2 IP protection

171

RPOs shall make clear to their staff, contractors and consultants their responsibilities in relation to IP
protection including the maintenance of research laboratory records and the prevention of premature public
disclosure of. The cTTO can make available models of two undertakings to be given by researchers to
ensure that they are aware of their responsibilities:

(in the first instance, th&esearcher Undertakinghall be completed prior to commencing any

Statesuppated research. This ensures that all researchers are aware of their responsibilities around
ownership and assignment of IP, confidentiality and publication, rekesping compliance with the
wt hQad Lt YIylF3aSYSyid aeadsSvyT

(L)TheLead P1 Undertakinghdl be completed prior to a researcher submitting a proposal to act as

Lead PI for a Collaborative Research Programme. This document sets out further provisions around
ownership of IP, disclosure, recekéeping, confidentiality, project management and oduction of
BIP to Collaborative Research Programmes.

H.3 IP exploitation
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To ensure consistency of approach between RPOs and to give industry parties confidence that the IP
generated by research within RPOs has been managed in a professional manner, alBdbuyadiligence
Processand Checklist which can be made available frahe cTTO, shall be completed before any RPO IP is
licensed or transferred to an industry party.

To enable transparent and consistent IP exploitation, a model Rackground IP Disclosure Formhich
can also be made available from the cTTO, shalideel prior to the introduction of any BIP to a contract
or Collaborative Research Programme, to indicate whether the BIP is confidential and whether it is
available for licensing for commercialisation with the IP arising from the Collaborative Research
Programme.



H.4 IP Management
174  The independently audited IP management system to be operated by each RPO will provide confidence to

industrial and other research partners that the RPO manages IP in a professional and trustworthy manner.

175  However, in view of thepen nature of RPOs and the many research activities that they carry out, RPOs are
not in a position to give the same assurances in respect of IP management as a commercial organisation could
give. RPOs therefore should not offer warranties or assumditiabiconcerning IP management.

176  RPOs recognise that the proper management of IP arising as a result ofuBid¢el research is key to its
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confiderce that there is a reliable and consistent process for managing IP within all RPOs, every RPO
undertakes to have and to comply with an IP management system meetingatienal IP Management
Requirementsas described above. Once an RPO has establishateamal I[P management system that
meets or exceeds the National Requirements, the RPO should confirm this certification to a licensee of IP
from the RPO. The cTTO will review any changes to this approach in due course.

177  As part of their IP management sysis, RPOs take reasonable steps to ensure that:

(6] staff, students and other researchers working on any research programme for or on behalf of the

RPO assign all their rights in the IP to the RPO;

(Wrhe introduction by the RPO of any BlParied out in a controlled and legally appropriate manner,

such that any rights of access to that BIP by the other partner(s) are clearly defined;

Wit is not precluded from licensing IP arising from its research, for example by agreementisinalith

parties;
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technology in question is infringing, or could infringe, any third party intellectual property rights, and

(L)t complies with all cotracts it has signed in respect of its research and technology transfer
activities.
178  As the licensee has control over the development and ultimate use, commercialisation and translation into

products of any IP it licenses from an RPO, the licensee skhathasany liability which may arise in respect of
these activities and shall indemnify the RPO against any such liability.



Section I
Supporting institutions
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The State supports a network of TTOs in most of the RPOs. The primary goal of the TTOgiisite rine
economic and societal benefits to Ireland of RPO contributions to industry, in general, and of IP
commercialisation, in particular. While returns to the RPO itself are also desirable, these are secondary. The
TTOs therefore do not operate primigras profit centres.

The TTO or other designated officer of the RPO shall be responsible for negotiating licensing and other IP
access agreements between industry and that RPO, for the benefit of Ireland. Within any limits set by its
parent RPO, the TTéhall have authority to negotiate and sign IP access arrangements with industry.
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will provide a single point of entry into the Irish technoldggnsfer system, helping industry to navigate

across the entire RPO sector and to identify complementary and synergistges&idnd research capabilities

in the RPOs.

The cTTO will also provide support for the negotiation and operation of commercialisation agreements
between industry and the RPOs. This support includes access to a network of specialist external services such
as legal firms and patent agents; keeping thiameworkand its tools up to date; ensuring that the tools are
deployed consistently across the RPOs and facilitating dispute resolution. Support may be especially
appropriate in the case of complex myitarty arrangements, where the specialist skilish®e cTTO and its

ability to bring together contributions from a network of TTOs can be valuable.

In addition to the above support and advisory functions, the cTTO will be responsible for monitoring and
reporting the performance of the national technolottgnsfer system using appropriate key performance
indicators; and ensuring the continuous improvement of the contents of this document.
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RPOs iad other parties in the national technology transfer system.

Any industry party that already has a point of contact in one of the State funding agencies can also ask that
point of contact to connect them to the RPO which is most appropriate to meet tieeids

Appendix Il describes the national technology transfer system and the roles and functions of the cTTO and
the TTOs.



Appendix I:

National Bilateral Collaboration
Term Sheet, Programme Plan
and License Template






